Margaret P. Grafeld Declassified/Released US Department of State EO Systematic Review 22 May 2009 

Message Text 

LIMITED OFFICIAL USE 

PAGE 01 STATE 079306 
ORIGIN OES-06 

INFO OCT-01 EUR- 1 2 ISO-OO L-03 ACDA-07 CIAE-00 INR-07 
IO-13 NSAE-00 NSC-05 EB-08 NRC-05 DODE-OO ERDA-05 
FEA-01 PA-01 PRS-01 USIA-06 AID-05 COME-OO FRB-03 
TRSE-00 XMB-02 OPIC-03 SP-02 LAB-04 SIL-01 OMB-01 
/102R 

DRAFTED BY OES/APT/BMP:CGORSEY:EH 
APPROVED BY OES/APT/BMP:JFRY 
EUR/WE:MDURKEE 
L/OES:CSIEGAL 

082159Z 000720/67 

P 082058Z APR 77 

FM SECSTATE WASHDC 

TO AMEMBASSY MADRID PRIORITY 


LIMITED OFFICIAL USE STATE 079306 

E.O. 11652: N/A 

TAGS: TGEN, SP 
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REF: A) MADRID 1537, B) MADRID 2329 

1 . FOREIGN ASSISTANCE ACT, FROM WHICH SPANISH S&T FUNDS 
ARE DERIVED, IS SILENT ON PATENT RIGHTS. THEREFORE, 

AS GENERAL MATTER, COMMITTEE FREE TO AGREE TO "GUIDING PRIN- 
CIPLES" FOR ALLOCATION OF PATENT RIGHTS. HOWEVER, 
LEGISLATIVE AUTHORITY FOR CERTAIN USG AGENCIES DOES 
SPECIFICALLY PROVIDE THAT PATENT RIGHTS MUST ACCRUE TO USG 
WHEN USG FINANCES RESEARCH ACTIVITIES. WHEN AGENCIES 
SUBJECT TO SUCH LEGISLATION ENTER INTO RESEARCH AGREEMENTS, 
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THE AGREEMENTS MUST REFLECT SPECIFIC LEGISLATIVE PRO- 
VISIONS. IN ANY CASE, US POLICY IS TO RETAIN US PATENT 
RIGHTSFOR ANY INVENTIONS OR DISCOVERIES MADE UNDER AGREE- 
MENTS FIN- 
ANCED WITH US FUNDS. 

2. WITH RESPECT TO GUIDING PRINCIPLES GENERALLY 
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APPLICABLE TO COOPERATIVE RESEARCH PROJECTS AND DIRECT 
RESEARCH GRANTS, THE DEPARTMENT BELIEVES THAT INTER 
NATIONAL ENERGY AGENCY (IEA) "GENERAL GUIDELINES CONCERNING 

INFORMATION AND INTELLECTUAL PROPERTY" WOULD BE SUITABLE 
BASIS FOR ALLOCATION OF PATENT RIGHTS IN CURRENT SETTING. 

BOTH THE US AND SPAIN ARE PARTIES TO THE IEA AGREEMENT. 
LANGUAGE EMBODYING THE "GUIDING PRINCIPLES" WOULD BE: 

"(A) WITH RESPECT TO ANY INVENTION OR DISCOVERY MADE OR 
CONCEIVED BY PERSONNEL OF ONE PARTY OR ITS CONTRACTORS 
IN THE COURSE OF COOPERATIVE RESEARCH PROJECTS, OR USING 
DIRECT GRANTS FROM THE OTHER PARTY, UNDER 
THIS AGREEMENT; ( 1 ) EACH PARTY SHALL 
ACQUIRE ALL RIGHT, TITLE, AND INTEREST IN OR TO THE 
MANUFACTURE OF ANY SUCH INVENTION OR DISCOVERY AND A NON- 
EXCLUSIVE RIGHT TO LICENSE THE SALE OF SUCH INVENTION OR 
DISCOVERY ON TEMS AND CONDITIONS TO BE AGREED TO ON AN 
EQUITABLE BASIS RELATED TO THE SHARING OF OBLIGATIONS, 
CONTRIBUTIONS, RIGHTS, AND BENEFITS OF THE PARTIES, 

IN ITS OWN COUNTRY; (2) THE PARTIES SHALL AGREE ON THE 

ALLOCATION OF RIGHTS, TITLES, AND INTERESTS IN THIRD COUNT- 
RIES, SUCH AGREEMENTS TO BE ON AN EQUITABLE BASIS RELATED 
T O THE SHARING OF OBLI;ATIONS, COUNTRIBUTIONS, RIGHTS, AND 
BENEFITS OF THE PARTIES. 

(B) WITH RESPECT TO ANY INVENTION OR DISCOVERY MADE OR 
CONCEIVED BY PERSONNEL OF ONE PARTY (THE FIRST PARTY) 

OR ITS CONTRACTOR, AS A DIRECT RESULT OF THE EXCHANGE 
OF INFORMATION AT MEETINGS OR CONFERENCES, THE PARTY OF 
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SUCH PERSONNEL SHALL ACQUIRE ALL RIGHT, TITLE AND INTEREST 
- TO SUCH INVENTION OR DISCOVERY IN ALL COUNTRIES SUB- 
JECT TO A NON EXCLUSIVE LICENSE OF THE OTHER PARTY FOR THE 
MANUFACTURE, SALE OR USE OF SUCH INVENTION OR DISCOVERY 
IN ALL COUNTRIES EXCEPT THAT OF THE FIRST PARTY. 

(C) WITH RESPECT TO ANY INVENTION OR DISCOVERY MADE OR CON- 
CEIVED BY THE PERSONNEL OF ONE PARTY ITS CONTRACTORS THAT IS 
A DIRECT RESULT OF VISITS OR EXCHANGES OF SCIENTISTS OR 
OTHER EXPERTS BETWEEN THE PARTIES: (1) THE PARTY OF SUCH 
PERSONNEL SHALL ACQUIRE ALL RIGHT, TITLE AND INTEREST IN OR 
TO ANY SUCH INVENTION OR DISCOVERY IN ITS OWN COUNTRY AND 
ALL THIRD COUNTRIES, SUBJECT TO A NON-EXCLUSIVE LICENSE 

OF THE OTHER PARTY FOR THE MANUFACTURE, SALE OR USE OF SUCH 
INVENTION OR DISCOVERY IN ALL THIRD COUNTRIES; (2) THE 
OTHER PARTY SHALL ACQUIRE ALL RIGHTS, TITLE AND INTEREST 
IN SUCH INVENTION OR DISCOVERY IN ITS OWN COUNTRY." 

3. THE ABOVE LANGUAGE HAS BEEN STRUCTURED TO COVER BOTH 
COOPERATIVE RESEARCH AND DIRECT GRANTS UNDER THE S&T AGREE- 
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MENT. HOWEVER, THERE S NOREASON WHY DIRECT RESEARCH 
GRANT PROGRAMS ,FOR EXAMPLE, MIGHT NOT BE TREATED DIFFERENT- 
LY UNDER INDIVIDUAL MEMORANDA OF UNDERSTANDING. IN CASE 
OF DIRECT RESEARCH GRANT PROGRAMS, SINCE WE EXPECT TO BE 

FUNDING SPECIFIC ITEMS IN SPANISH INSTITUTIONS' BUDGETS, 

WE COULD PROVIDE FOR US PATENT RIGHTS IN THE CONTRACT 
ESTABLISHING THE PROGRAM FOR THE SPECIFIC FUNDED ACTIVITY. 

4. DEPARTMENT INFORMED BY BUREAU OF MINES THAT ITS SPAN- 
ISH COUNTERPART DEVELOPED A SPANISH PATENT ON WASTE MANAGE- 
MENT EQUIPMENT AS A RESULT OF ITS WORK WITH BUREAU OF 
MINES. IN ABSENCE OF ANY WRITTEN AGREEMENT, SPANISH 
AGENCY VOLUNTARILY GAVE BUREAU OF MINES THE US PATENT 
RIGHTS. 

VANCE 
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